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UNITED STATES CIRCUIT COURT OF APPEALS 


WALTER BAKER & Co., Lrp. v. GrRAy, et al. 
( 1Q2 Fed. Rep., Q2I.) 
Eighth Circuit, November 24, IoLt. 


1. Unrarr CoMPETITION—USE OF SURNAME. 

NO person can acquire an exclusive right to the use of his own 
surname, as against the right of others of the same name to make 
honest use thereof in the like business. Equity will, however, oblige 
the later user to avoid confusion by employing his name with some 
addition or explanation sufficient to indicate that his business is not 
that of the first comer. 

2. Unratr Competition—Dvuty or DEALER IN Goops KNOWN BY SURNAME. 
When all that equity requires has been done to distinguish the 
goods of two manufacturers of the same name, a dealer in the two 
articles need not affirmatively warn a customer ordering goods by 
means of the surname, that there are two makers of that name, and 
inquire whose product is desired. 
UNFAIR COMPETITION—“BAKER’S CHOCOLATE.” 

Under the above circumstances, it 1s not unfair competition for 
a grocer to deliver William H. Baker’s chocolate when “Baker’s Choco- 
late” is asked for, though that term originally and for many years 
signified the product of Walter Baker & Co., the first manufacturer of 
that name. 


~ 


Appeal from decree of the Circuit Court of the United 
States for the District of Nebraska dismissing the bill of com- 
plaint. 








142 PHE TRADE-MARK REPORTER 


Frank F. Reed and IVilliam L. Putnam (Edward S. Rogers, 
James [,. Putnam, A. M. Post, and August IVagner, on 
the brief), for appellant. 

Dorr Raymond Cobb (Edgar N. Wilson and John J. Sulli- 


van, on the brief), for appellees. 


Before ApAMs and Smiru, Circuit Judges, and AMIDON, 


District Judge. 


\pAms, Circuit Judge—This was a bill to restrain unfair 
trade, which the learned trial court dismissed. Hence this ap- 
peal. 

Complainant is a corporation organized and existing under 
the laws of the state of Massachusetts, and by divers successions 
and transfers claims the right, alleged to have originated as early 
as 1780 in one James Baker, to carry on the business of manu- 
facturing and selling chocolate and cocoa under the trade or cor- 
porate name of “Walter Baker & Co.” and particularly claims 
the exclusive right to the use of the word “Baker” in connection 
with the sale of its chocolate and cocoa. It is charged in the bill 
that the defendants, Sydney C. Gray and Clinton C. Gray, doing 
business under the firm name of Gray Mercantile Company, at 
Columbus, in the State of Nebraska, have infringed complain- 
ant’s rights by selling chocolate and cocoa manufactured by a 
corporation of New York known as “William H. Baker, Syra- 
cuse, Inc.,” under the descriptive designation of “Baker's Choco- 
late’ and “Baker's Cocoa.” 

Defendants in their answer admit complainant’s exclusive 
right to the use of the name “Walter Baker” in any of the com- 
binations specified by it, but deny it has any exclusive right to the 
use of the name “Baker.” They admit they are selling the pro- 
duct of the Syracuse Baker; and allege that for some years prior 
to 1899 a man by the name of William H. Baker had been en- 
gaged in the wholesale grocery business in Syracuse, and in that 


year determined to embark upon the business of manufacturing 


and selling chocolate and cocoa; that, with a view to accommodat- 
ing his business to the rights of Walter Baker & Co. of which he 
had full information, he devised and adopted a label to be placed 
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upon the packages of his product which so fairly distinguished 
and differentiated them from the packages of Walter Baker & 
Co. that no confusion could arise, and that upon a conference 
between the two concerns the label so devised and adopted by the 
Syracuse Baker was approved by the Massachusetts corporation ; 
that William H. Baker and his subsequently formed corporation 
of the same name, soon after commenced to use the label so 
adopted and approved, expended large sums of money in the 
| 


development of t 


label without objection by Walter Baker & Co. until about the 


ieir trade under it, and continued the use of that 


time this suit was instituted in 1904. 
bv reference to the cases of Il’alter Baker & Co. v. Baker 


4 


(C. C.), 77 Fed., 181, lWValter Baker & Co. v. Sanders, 26 C. C. 


4/é 
\., 220, 80 Fed., 889, Baker v. Baker, 53 C. C. A., 157, 115 Fed., 
297, and Ilalter Bak & Co. v. Slack, 65 C. C. A., 138, 130 


Fed.. 514, which related to a controversy between the complain- 
ant in this case and one W. EH. Baker of Winchester, Va. (and 
not William If. Baker of Syracuse, whose rights are now in- 
volved), the genesis and development of complainant's business 


as well as valuable contributions to the law governing the rights 


S 


17 


and limitations upon the rights of individuals to make use of their 
own patronymic as a trade-name can be found; and, in view of 


the facts there disclosed, little need be said now concerning the 


general facts of the case. Suffice it to say that complainant's 
label on the front of its package is and for a long time has been 
of a distinctive vellow color upon a dark blue background, having 
on its front side in large black letters: “Baker's CHocoLari 
CELEBRATED AS A NUTRITIVE, SALUTARY AND DeELicious BEVER- 
AGE FoR More Tran A Cenrury.” 


This is followed by ten lines of descriptive matter in small 
type, and then by the words in large type: “MAbE ny WALTER 
Baker & Co., Limrrep, DorcHesteR, Mass.” 

in the reverse side of the package appears in lavender color 
an attractive picture of a waitress with a white cap and apron, 
carrying in her outstretched hands a tray with two cups on it. 
\bove the picture are the words, “La Belle Chocolatiere,” and 
below it the words, “Walter Baker & Co., Limited, Registered in 
U. S. Patent Office.” 





| 
| 
| 
| 
| 
| 
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The label on defendants’ package, being that of the Syracuse 
Baker upon whose rights they stand, is of white color over a 
dark blue background. Qn it, in large green letters, appears this 
legend : 

“TP USTICE Brand CHOCOLATE 
Premium No. 1. 
Highest Grade Made in the World.” 

Then follow three lines only of directions in small type; 
afterwards in bold large type the following: “WiiniaAm H. 
JAKER, SYRACUSE, INC.” 

On the reverse side of their package is a representation of 
the Goddess of Justice in scarlet color holding aloft in one hand 
the scales of justice and in the other the conventional sword. 
Over the head is inscribed in large and prominent letters the 
words “Justice BRAND,” and beneath in like large and prominent 
letters are the words, “Cocoa AND CHoconatTeE, WitiiAmM H. 

>AKER, SYRACUSE, INc.” 

These labels are strikingly dissimilar, and each prominently 
and unevasively discloses the manufacturer of its contents. In 
the spirit of fairness which seemed to actuate both parties in the 
year 1899 and for several years thereafter, the labels were re- 
garded and treated as quite sufficient to prevent any deception or 
confusion. 

In the trial before the Circuit Court no claim was made that 
the Syracuse label failed to properly. distinguish between the pro- 
duct of complainant and the Syracuse Baker, and the case was 
there argued and decided on the assumption that the labels on 
defendants’ goods (which were the same as those of the Syracuse 
Baker from whom they purchased them) were undeceptive and 
lawful. There could not well be, neither has there been, any 
serious contention that defendants in handling the Syracuse 
Baker's product have been guilty of unfair competition by simu- 
lating complainant’s labels or advertising matter. This kind of 
deception, being that which commonly characterizes unfair 
competition in trade, is conspicuously absent in this case. 

Practically the only contention here is that defendants, who 
keep the product of both the Bakers for sale in their grocery 
at Columbus, have been guilty of unfair competition in trade be- 
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cause they have not, on an inquiry by customers for “Baker's 
Chocolate,” without more, handed out at once complainant’s pack- 
ages or have not affirmatively called attention to the fact that 
there were two kinds of Baker’s chocolate, one Walter baker's 
and the other William H. Baker's, and asked inquirers which they 
desired. This contention must be considered in the light of the 
following facts which are disclosed in the record: 

The complainant under the name of “Walter Baker & Co.” 
and its predecessors had for a long time and until about the year 
i895, when one W. H. Baker of Virginia and later 
William H. Baker of Syracuse, engaged in the  choco- 
late business, enjoyed a_ practical monopoly of the name 
of “Baker” in connection with that business. Prior 
to this date its product had been commonly known and referred 
to as “Baker's” chocolate or cocoa, and even up to the time the 
testimony was taken in this case in 1907 the word “Baker” used 
alone, in common speech, concerning chocolate or cocoa, had gen- 
erally denoted the product of the complainant company. But the 
defendants, the Gray Mercantile Company prior to the institution 
of this suit had established a large demand in Columbus for the 
product of William H. Baker of Syracuse, which had there be- 
come so well known for its excellence that many purchased it in 
preference to the Walter Baker product. There is considerable 
evidence to the effect that, since William H. Baker of Syracuse 
entered into the business, a growing disposition has arisen to 
discriminate between the Bakers, when calling for chocolate. 
Customers desiring complainant’s goods are beginning to call for 
“Walter Baker's.” Even the complainant company in its ad- 
vertisements in recent years has recognized the necessity for this 
discrimination and has emphasized it by urging purchasers to 
specify “Walter Baker's” goods in making their orders. Not 
only so, but in these later years complainant’s product has become 
very generally known and ordered by purchasers by distinguish- 
ing names other than “Baker's” as, for example, the “Yellow 
Label,” the “Chocolate Girl,” and frequently as “Baker's Yellow 
Label,” or “Baker’s Chocolate Girl.” 

The retail selling price of the products of both Bakers at 
Columbus was the same; but defendants, being able to purchase 
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the Syracuse Baker's chocolate at a less price than the Walter 
Baker's, made a little greater profit by selling the former to its 
customers rather than the latter; and, when Baker's chocolate 
without further specification or other description was asked for, 
they generally handed out the William H. Baker package. There 
having been an extensive demand for both these products 1n and 
about Columbus, users became entirely familiar with the dress of 
the different packages, and recognized complainant's as the “Yel- 
low Label” or the “Chocolate Girl,” and often called for them 
by either of those names. These and other distinguishing 
marks upon complainant's packages were so well-known that 
purchasers of ordinary perception could not have failed to quick- 
ly discover that some other brand of chocolate or cocoa had been 
palmed off for Walter Baker's 1f such had been attempted. If a 
William Hl. Baker package bearing its peculiar and impressive 
labels had ever been offered to a customer calling for or wanting 
a Walter Baker package, the latter’s sense of sight would have 
iunmediately come to his assistance and it would have been re- 


been deceived; neither has complainant suffered by any surrepti- 


jected. In the nature of things, therefore, the public has not 


tious palming off of defendants’ goods in lieu of its own. 

Such being the facts, was it the duty of the defendants upon 
demand by customers for “Baker's” chocolate, without further 
specifying which kind, to hand out /I’alter Baker's packages, or 
explain to customers that there were two Bakers’ chocolate and 
ask which they desired? Or could the defendants who were 
carrying the goods of both Bakers, on such a demand by a cus- 
tomer, hand out to him the one, by the sale of which they could 
make the most money, with the hope the customer would accept 
it and be satisfied ? 

There are some propositions which in the present state of the 
law on the subject of unfair competition must be regarded as 
firmly established. One is that no person can acquire or trans- 
mut to his successors in interest any exclusive right to the use of 
his own sur-name as against the right of others of the same name 
to use theirs honestly and legitimately in the prosecution of any 
business they may decide to engage in. Howe Scales Co. vy. 
Wyckoff, Seamans, etc., Co., 198 U. S., 118, 25 Sup. Ct., 609, 49 
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L. Ed.. 972, and cases cited. If, however, confusion would re- 
sult or the public be deceived or unwarrantable injury be oc 
casioned by the subsequent adoption and use of a name once 
lawfully appropriated by a predecessor in business, equity will 
restrain such subsequent use unless some addition or explana- 
tion accompanies the use which indicates clearly that the busi 


ness or product of the later comer is different from that of the 


original one. Hei _etc., Safe Co. v. Hall’s Safe Co., 208 
U. S.. 554, 28 Sup. Ct., 350, 52 L. Ed., 616, and cases cited. 
“Sic utere tuo ut alicnum non laedas” is a wholesome maxim of 


the law as well as of morals. The application of these principles 
he tf r the present case will control its decision, 

William Hl. Baker of Syracuse, as already seen, conformed 
in respect of his labels and advertisements fully to the require 
ments of the law just referred to; and the defendants in handling 
his goods encroached in no manner upon the labels, advertising 


saa 1; lay t] 


. ‘ j a ere vhich had characteri ae F 
( ts, GISplaVvs, OF O ( devices Wiich Hack Characterize complain 


ants packages. Su being the case, they had the undoubted 
ght to push their business with all legitimate argument and per 
suasion. When purchasers entered their store and called for 
Walter Baker's cl late, they had the right to trv and convince 
the by all honorable means that William Hl. Baker's product 
s better than the Walter Baker's product, and to persuade 
them, 1f possible, to take it rather than the article they called 
for, No one would contend this was not fair. competition, 
n view of the uncontradicted testimony that the prominent 
ellow label, the striking effigy of the chocolate girl, and th 


display of the name of “Walter Baker & Co., Limited,” so dis 
tinguished and characterized complainant's packages that all 
persons knew them by those tokens or some of them, it seems per 


t 


1 1 1 
ha 
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fectly obvious t inquirer for its chocolate would, at once, 


on being offered a package of the “Justice rand” manufactured 
by Wilham Ef. Baker with its label so strikingly different from 
those characterizing the Walter Baker product, refuse to accept 
or keep it, unless they were willing to take it on its own merits. 


Phe delivery of a package of the “Justice Brand” on a call for 


complainant's chocolate would be in effect a proposition to the 


purchaser to accept that in lieu of what he asked for. In reality. 
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therefore, we fail to see how the tender of a William H. Baker 
package on a call for complainant's chocolate could deceive any 
purchaser. Certainly an attempt to deceive in that way would 
be so palpable as to signally fail of its purpose. A purchaser of 
ordinary prudence or even the most unwary could not be deceived 
by it. 

The Supreme Court in \cLean v. Fleming, 96 U. S., 245, 
24 L. Ed., 828, speaking by Mr. Justice Clifford, said: 

‘\ court of equity will not interfere when ordinary attention by the 
purchaser of an article would enable him at once to discriminate one 
from the other.” 

And in Columbia Mill Co. v. Alcorn, 150 U. 5., 4600, 14 Sup. 
Ct., 151, 37 L. Ed., 1144, speaking by Mr. Justice Jackson, said: 

“Iven in the case of a valid trade-mark the similarity of brand must 
be such as to mislead the ordinary observer.” 

But let it be conceded for the moment that complainant's 
packages are at the present time generally known and recognized 
by the trade under the name of “Baker's” chocolate or cocoa, 
and that there are no other names or tokens by which they are 
known, we are of opinion that the demands of fair and honest 
competition did not require the defendants to exercise the solici- 
tude in behalf of their competitor contended for. If the complain- 
ant and its predecessors permitted their goods to become known 
to the trade as “Baker's” without further identification, they did 
it subject to the possibility that any other person of that name 
might enter the same business and might properly enough desire 
his own product to be known by his own name. 

Defendant's goods are as accurately described by the word 
“Baker's” as complainant's are, and they have a natural and¢per- 
fect right to call them so and a natural and pardonable ambition 
to induce others to call them by that name. 

Because of the fact, however, that another man by the name 
of Baker had preceded them in the same business, in order to 
insure fair competition and prevent the perpetration of fraud 
upon the public, the law, as already pointed out, imposed upon 
defendants the obligation of so marking and describing their pro- 
duct as to plainly distinguish it from their predecessor’s. This 
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as we have already seen, was done by them to the fullest possible 
requirement. 

If, in addition to this, a merchant in order to escape the 
charge of fraud must explain to every customer calling for his 
goods by its natural descriptive and colloquial name the difference 
between them and those of a competitor entitled to use the same 
descriptive name, or if a merchant must warn every customer 
that he is liable to be defrauded by trading with his house, he 
would in a large degree be deprived of his natural and conceded 
right to trade in his own name. He would be required to ad- 
vertise and extol his rival’s goods in an attempt to sell his own. 
\Ve can not give our assent to the proposition that would impose 
upon a second comer such an extraordinary degree of care to 
protect a rival of the same name. The authorities, as we view 
them, impose upon him this duty and no more. He must by 
means of his packages, the color, display, and legends upon 
them, or in some other effective way so plainly distinguish his 
own product from that of his predecessor that purchasers in the 
exercise Of reasonable care can not be deceived in respect to it. 
In this way the undoubted right to use one’s own name in busi- 
ness 1s secured and preserved, and the duty to so use it as not to 
deceive the public or unnecessarily injure a business competitor 
of the same name is enforced. The right and the duty thus 
become reconciled so far as is consistent with their separate ex- 
istence in one person. 

In Singer Mfg. Co. v. June Mfg. Co., 163 U. S., 169, 187, 
16 Sup. Ct., 1002, 1009, 41 L. Ed., 118, it is said: 


“Every one has the absolute right to use his own name honestly in 
his own business, even though he may thereby incidentally interfere with 
ind injure the business of another having the same name. In such case 
the inconvenience or loss to which those having a common right are 
subjected is damnum absque myuria.” 


In Coats v. Merrick Thread Co., 149 U. S., 562, 13 Sup. Ct., 
906, 37 L. Ed., 847, Coats sought to enjoin the defendant from 
alleged unlawful and unfair competition in business by using 
certain marks and symbols upon the spools of thread in resem- 
blance of complainant’s marks and symbols. The Supreme Court, 


having held that the defendants had the right to use certain labels 
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which were alleged to be infringements of complainant's rights, 


sald: 


“They |[the defendants] were only bound to take such care as the 
use of such devices, and the limited space in which they were used 


would allow. ' Having done this, we think they are relieved 
from further responsibility lf the purchaser of such thread desires a 
particular make, he should either call for such, or should 


examine himself the lettering upon the spools. He 1s chargeable with 
knowledge of the fact that any manufacturer of six-cord thread has a 
right to use a black and gold label, and is bound to examine such label 
with sufficient care to ascertain the name of the manufacturer.” 

See, also, to the same effect, the cases of J/cLean v. Fleming 
and Columbia A/ill Co. v. Alcorn, supra. 


In Centaur Co. v. Marshall, 38 C. C. A., 413, 97 Fed., 785, 
this court in a case of unfair competition where both parties had 
a right to use a common name, “Castoria,” in the manufacture 


and sale of their product, said: 


“Every one has the undoubted right to sell his own goods or goods 
of his own manufacture, as such, however much such sales may damage 
or injure the business of his competitors very purchaser is 
charged with knowledge of the fact that any one may make and sell 


‘Castoria,’ and, if he seeks that made by one manufacturer rather than 
that prepared by another, it is his duty to examine the wrapper with such 
a degree of care as would ordinarily ascertain who the manufacturer of 
the article which he purchased is. The law imposes no duty upon the 
appellees to see to it that the careless and indifferent know that the 
Castoria which they buy is made by the appellant if they so dress their 
product that one who seeks to ascertain whose manufacture it is can 
readily learn by a reasonable examination of their wrappers, whether 
it is made by the appellant or by themselves.” 


In Allen B. WW risley Co. v. lowa Soap Co., 122 Fed., 796, 59 


C. C. A., 54, this court in a similar case said: 


“Every manufacturer and vendor has the undoubted right to sell the 
goods he makes or owns to the public, to his own customers, and to 
the customers of his competitors if he can, at lower prices and on better 
terms than those furnished by them, and by these and by all fair means 
to divert their trade to himself, even though his activity and enterprise 
may destroy the business of his rivals * * His competitor has 
no better right to a monopoly of the trade of the careless and indifferent 
than he has, and any rule of law which would insure it to either would 
foster a competition as unfair and unjust as that promoted by the sal 
of the goods of one manufacturer as those of another. One who so 
names and dresses his product that a purchaser who exercises ordinary 
care to ascertain the sources of its manufacture can readily learn that 
fact by a reasonable examination of the boxes or wrappers that cover 
it has fairly discharged his duty to the public and to his rivals, and is 


“} 


ee 


Our conclusion is that defendants’ right to offer their goods 
to the trade as “Laker’s” goods is equal to that of complainant's 
right to so offer its goods, and that defendants, having fully com-« 
plied with the law obligating them to so dress their goods as to 
prevent confusion and enable purchasers when exercising rea- 
sonable care to distinguish between them and the goods of others 
of the same name, have done their full duty either to the public 
or to the complainant. 

by heeding the maxim caveat emptor, the public will be 
protected; and complainant, for reasons already stated, will not 
suffer any legal injurv. The decree of the Circuit Court dismiss- 
ing the bill is affirmed 


Smiri, Circuit Judge (specially concurring). I can not 
wholly concur in the foregoing opinion. Rule 11 of this court 
provides that the appellant shall file with the clerk of the court 
below an assignment of errors which shall set out separately and 
particularly each error asserted and intended to be urged, and 
errors not assigned according to this rule will be disregarded, bu 
the court at its option may notice a plain error not assigned.  ¢ “ 
course, the last clause is wholly immaterial here as the majority 
hold there was not only no plain error, but no substantial error. 
The only assignment of error in this case is: 


“That said court erred in dismissing said ee os with costs 


to the complainant, in denying to the complainant an injunction in the 
term as prayed for in said complainant’s bill of complaint, a in refusing 
to direct an accounting of profits and damages.” 


In my judgment this is a wholly insufficient assignment of 
errors. Stevens v. Gladding, 19 How., 64, 15 L. Ed., 569; 
Oswego Township v. Travelers’ Insurance Co., 70 Fed., 225, 17 
CAS ieee rtie M. Ross, 160 Fed., 19, 87 C. C. A., 1 
United States v. Stone & Downer Co., 175 Fed., 33, 99 C. C. A., 
43 C. C. A., 225; Louisiana 
Co. v. Levee Commissioners, 87 Fed. so4, 93 C. C.. Ay Bans 
United States v. Ferguson, 78 Fed., 103, 24 C. C. A., 1; Doe v. 
V'aterloo Min. Co., 70 Fed., 455, 17 C. C. A., 190; Smith v. 
Hopkins, 120 Fed., 921, 57 C. C. A., 193. 


fo» 
c 


»; Deering v. Kelly, 103 Fed., 261, 
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Rule 24 (188 Fed., xvi) provides the brief shall contain a 
specification of the errors relied upon, and in cases brought up 
by appeal the specification shall state as particularly as may be 
in what the decree is alleged to be erroneous. There is a total 
absence of any pretense of compliance with this rule, and the 
case can properly be affirmed, and the appeal dismissed for this 
reason. City of Lincoln v. Street Light Company, 59 Fed., 756, 
8 C.C. A., 253; Voodmen of the World v. Jackson, 97 Fed., 382, 
38 C. C. A., 208; Western Assur. Co. v. Polk, to4 Fed., 649. 44 
i Ras a 

It is suggested on behalf of appellant that the assignment of 
errors is as specific as possible under the circumstances, but in 
this I do not concur. It must be borne in mind that under rule 
11 each error must be set out separately. The bill prayed for an 
injunction restraining the defendants from advertising, selling, 
or causing to be sold any cocoa or chocolate other than that made 
by complainant under the names of “Baker's Cocoa” or ‘Baker's 
Chocolate,” or in response to requests for “Baker's Cocoa” or 
“Baker's Chocolate,” and also from using the word “Baker,” 
“Baker's” or “Bakers,” on packages, boxes, labels, show cards, 
or in advertisements or orally or in any manner in connection with 
powdered cocoa or chocolate other than that made by complain- 
ant, and from referring to any cocoa or chocolate other than that 
made by complainant either orally or in writing, in advertisements, 
sales, or offers for sale in any way which will lead consumers or 
the public to believe that the chocolate or cocoa so referred to is 
Baker's Chocolate or Baker's Cocoa, or a variety of Baker's 
Chocolate or Baker's Cocoa, and for an accounting and _ for 
compensation. 

The acts sought to be enjoined are very numerous, and as to 
many of them it was not even seriously contended at the hearing 
that complainants were entitled to an injunction. Request for an 
accounting and compensation was clearly incident to and depen- 
dent upon the granting of the whole or some part of the injunc- 
tive relief sought. Generally speaking, where a bill seeks an in- 
junction and an accounting, it is certainly not a sufficient assign- 
ment of errors to charge that the court erred in dismissing com- 
plainant’s bill with costs. When a bill seeks two separate classes 


o« 


HOLEPROOF HOSIERY CO. V. WALLACH BROS. ] 


cn 


3 
of relief, it can not be said that errors are set out separately by 
an assignment that the court erred in dismissing the bill, and, 
when a bill seeks an injunction against a dozen distinct acts, no 
error can be said to be pointed out by an assignment that the 
court erred in denying an injunction in the term prayed. Even 
if the assignment of errors was sufficient, and | think it clearly 
was not, still not even a suggestion of excuse is made for the 
total failure of the brief to contain any specification of errors as 
required by rule 24. 

I concur quite generally in the facts found and the law laid 
down in the majority opinion. There are some matters not set 
forth in the opinion, but which have been carefully considered by 
the entire court that the majority do not regard as controlling, but 
which to me seem to entitle the complainant to a portion of the 
injunctive relief sought. lor the reasons indicated, I concur in 
the order of affirmance, and, as all agree that the case should be 
affirmed, | do not deem it necessary to set forth at length why I 
can not wholly concur in the opinion of the majority. I do not 
under the circumstances feel that it would be profitable to make 
an additional review of the evidence and the authorities applicable 
thereto. 


Horeproor Hosiery Co. v. WALLACH Bros. 
192 Fed. Rep., 534.) 
Second Circuit, December II, Tort. 


UNFAIR COMPETITION—RESEMBLANCE OF PACKAGE 
Upon the facts, /je/d that there was no evidence to warrant an 
injunction against the defendant’s use of their package, proof of actual 
deception being wanting, and the evidence showing that the points 
of resemblance between the plaintiff's and defendant's package were 
common to the trade 
Appeal from decree of the Circuit Court of the United 
States for the Southern District of New York, in favor of com- 
plainant. 
For opinion below, see Reporter, Vol. II, p. 16; on motion 


for preliminary injunction, 167 Fed. Rep., 373, and 172 Fed. Rep., 
850. 
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Gardenhire ¢& Jetmore (Aaron P. Jetmore, of counsel), for 
appellant. 

[Valter C. Booth (Frank I’. Reed and Edward S. Rogers, ot 
counsel), for appellee. 


Betore LAcoMBE, Coxe, and Noyes, Circuit Judges. 


Noyes, Circuit Judge—Upon the previous appeal this court 
said : 

‘Taking into consideration resemblances in shape and character of 
package which result from conformity to custom of trade, we are unable 
to concur in the conclusion that there is sufficient similarity as to pack 
ages, labeling, etc., to warrant a preliminary injunction, in the absence of 
prooi that any one has been deceived by the defendant's acts in that 


There is no contention that any proof has been offered to 
show that any one has been deceived by the defendant's package 
and, consequently, the inquiry upon the present record 1s whether 
a situation is disclosed materially different from that presented 
before. The complainant contends that there are substantial 
differences in the testimony. It savs, in the first place, that the 
resemblance in shape and character of the package are shown by 
the present testimony not to be attributable in any degree to trade 
custom. It urges, in the second place, that the history of the 
“Knotair’” product and the acts of the defendant as now disclosed 
demonstrate an intent to deceive. 

\With respect to the first contention we find nothing in the 
present record to call for a modification of our former statement 
concerning resemblances arising from the custom of the trade. 
The present testimony shows what appeared before, that all 
hosiery boxes are of the same general size and shape and have 

their contents similarly packed. It also appears that hosiery boxes 
are of different colors; yellow being not uncommon. 

With respect to the contention that an intent to deceive is 

clearly shown, we think it necessary only to examine certain acts 
upon which stress is laid in the opinion of the District Judge 
and which we did not consider before. 

| It is stated, in substance, that the defendant after dealing in 


the complainant’s goods accepted the agency for the “Knotair’’ 


aentcsepiiwn 
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hosiery and thereupon procured the color of the boxes in which 
such hosiery was sold to be changed from red to yellow and other 
changes to be made in imitation of the complainant's packages. 
If we were satisfied that this is what the defendant did, we should 
have little difficulty in reaching the conclusion of the court below 
that the defendant’s intention was dishonest. But we are not 
so satisfied. It appears that the defendant had not sold the com- 
plainant’s goods for some ten years before the acts complained of 
and that the goods it then sold were not at all the same as those 
it.is now charged with imitating. Furthermore we are satisfied 
that the similarity in labels, bands and forms of guaranty arose 
rather from a desire to appropriate the complainant’s idea of 
guaranteed hosiery than from an intention to palm off its “Kno- 
tair’’ goods for the complainant’s product. So we are not satisfied 
that the color of the boxes was changed for a dishonest purpose. 
The statement that vellow boxes were adopted to conform to the 
color scheme of the defendant’s stores seems not unreasonable. 

It must be distinctly borne in mind that the principal adver- 
tisements of the complainant's goods in the field covered by the 
defendant's stores pointed out Brill Bros. as the exclusive agents. 
Undoubtedly these advertisements created a demand both for 
complainant's goods and for guaranteed hosiery in general. The 
latter demand might naturally have been expected to inure to the 
benefit of the defendant if it put itself into a position to fill it. 
It is evident why the defendant put in a line of guaranteed hos- 
iery and availed itself of some of the complainant’s ideas in 
that respect. But how the defendant could have expected any 
such demand for the particular goods of the complainant, which 
were advertised to be sold only in other stores, as to hold out any 
inducement to an elaborate fraudulent scheme to deceive, is more 
than we can imagine. 

Without further examining the question, it is enough to say 
that we find nothing in the record requiring us to change our 
conclusion reached upon the former hearing, and this requires 
a reversal of the decree with respect to the injunction against the 
use of the packages. In other respects we are satisfied that the 
injunction should stand, but the complainant is not entitled to an 
accounting. Costs upon this appeal are awarded to the appellant. 
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WERTHEIMER Vv. Batre LER IMPORTING COMPA 


\ppeal from order of the Circuit Court of the United States 
tor the Southern District of New York, granting a preliminary 


InjuNetion or opinton below, see Reporter, Vol. [, p. rt. 


Charles ©. Gill and lidgar B. Stocking, tor appellant 

Lirtlrag Bries rand / } [1 Iii lard. for appellees 
before Coxe, Warp, and Noyes, Circuit Judges 

WARD, Circuit Judge Phe complaimants and their prec 


essors 1n business have since the vear IS7Y Manufactured a tac 


powder under the trade-mark, “Poudre de Riz de Java,” whicl 
has a world-wide reputation hey obtained in this case a pre 
liminary injunction against the defendant enjoining it from, among 
other things, using the word “Java™ in connection with the words 
‘Poudre de Riz.” The defendant has appealed on the ground 


anong others, that the complainants are not entitled to equitable 
relief, because their trade-mark is false and misleading, in that the 
powder contains not over & per cent of rice powder as against 
some go per cent of mineral powder While we agree that a 
case of unfair competition is made out upon alfidavits, we do not 
think they warrant a preliminary injunction in view of the 
decision Of the Supreme Court in /! den v. California 


Sup. Ct., 161, 47 L. Ed., 282. In 


Sars Gos 187 U.S, si6, 2 t. 
/ . t/ 


=) 
that case the rule that the owner of a trade-mark which contains 
or 1s accompanied by any statement calculated to deceive or mis 
lead the purchaser is not entitled to relief by injunction was 
applied: in the most stringent manner. An injunction against 
admuttedly unfair competition was refused because there was 
little or no fig in the compound. The court held that it made no 


difference that originally figs were used or that the complainant 


> 





( 
| 
| 
i 
1 
y 
( 


\\ 

) cle 

Cl I 
1114 

/ 

1h 

ers 
wet 

Octr 
( 

( 1) 
lly) 


\ 


A\ 


Pf) ( OMPAN tcc 
Statements subse ent made it cieal 
a 7? perwvies ¢ Tire 1111) lhl \ ¢ ( 
se this did not necessarily reach the 
{ ‘ aa 
( alll | ( (11) 1}¢ Ast (I 
oo 1 1 1 
rae \ INS Vin HIVOLYV ¢ 
1] ] } 
s¢ Lit rcll I i} sal 
17 11)s t ( ( tren 1 trator 
+] ’ ’ ‘ ] ’ 
Lite ‘ ) ( \ uLs l 
1 Vit } . 1] 1101] no t t if 
( ] Nec l | ny i it 
« ee POW CE t Wwla ec establishes 
wore 1) ¢ ( 11"¢ t IS secondal 
O not make tt lear e1 of} 1) 1 
MWlal hnyunet 
. , ‘ 
ed the athdavit Of Tere ( \lagnus 
} ealing in perfumes, et who ha 
] t ] t ] ] + 
| 1 i\¢ S11Css L1it \\ ( Stated that 
is —— 1 ‘ 
and he believed the general unde 
afl ; 1] a 
nant s MM ds substantial JLIT 
1 ( han va 
| > | 1] 1 . 1 
(LCTICK , i nywell, puvel 7 torlet 
] \ ) 1 7 
Stores, Charles AA. boyvden, buver of 
ies tor the astern Drug Compan 
I> OWL, ¢ president r thr State 
“1 \ | lary 
. ite ( Aw York cll t | Ive Ist t 
‘ ; : =< 
) Of the tolet goods tot the i eters 
] or | 1 f 1 
WMaApots i* 1 rou puVvel ot torte 


| 
1) ctino thre ] oO 
} 1g 
+ ‘ 
are all to the sa 
nts producee Live 
‘4 


<obbins, stated th: 


nl 

11 
til 
pre] 


rat 
ly 
t }) 
LI 
j 
rvweale 
i¢ 








158 THE TRADE-MARK REPORTER 


and the term has become the generic term for a toilet powder. 
John Whitehill, manager of the manufacturing department of 
Hegeman & Co., which has 20 stores in New York and vicinity, 
said that “Poudre de Riz” designates a face powder which may 
contain a small percentage of rice flour, and often none at all. 

The order is reversed with costs. 

Coxe, Circuit Judge (dissenting). I am convinced that the 
record establishes a case of unfair competition. The defendant is 
attempting to secure the benefits resulting from the long-estab- 
lished reputation of the complainant and its predecessors in busi- 
ness. The truth of this proposition is established by an examina- 
tion of the packages in which the defendant sells his goods. In 
size, shape, color and general contour they are so similar to those of 
the complainants that an ordinary purchaser might easily be mis- 
led. As first offered for sale the defendant's powder was packed 
in boxes, the prevailing color being green with gilt edges and 
white labels. The most conspicuous label was on the top of the 
box with circular printing in two rows around its outer circum- 
ference and straight printing in the center. In all these respects 
the two labels, while not identical, resemble each other so closely 
that the casual observer would easily mistake the one for the 
other. In the center space the complainants’ box has the fol- 
lowing : 


“Poupre De Riz 
de 
Java 
A. Bourjois & Cie 
Rue d’Hauteville 
60 & 62 
Paris.” 


The center space of the defendant’s box is as follows: 


Se ae. 

Compound 

‘J AVARICE’ 
with Peroxide 
Poudre de Riz 
Face Powder.” 


The letters “O. P. C.” the word “‘Javarice” and the words 
“Face Powder” are printed in red. 
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Of course, when these labels are compared and examined 
analytically many differences can be pointed out. 

Experts and lawyers familiar with the law of trade-mayks 
and unfair competition would probably not be misled, but they 
are not the persons the law is designed to protect. The pur- 
chasers of these powders are principally women and the question 
is—would a woman who formerly had used and liked the com- 
plainants’ powder, be deceived by the defendant's method of 
dressing up its powder into taking it for the complainants’? 
Wanting “Poudre de Riz de Java” and seeing “Javarice Poudre 
de Riz” on a box of the same dimensions as the one she had 
known in the past. would she not be persuaded to take the de- 
fendant’s powder, believing it to be the powder she wanted? As 
was said by the Supreme Court in Gorham Co. v. Ilhite, 81 U.S., 


511. 20 L. Ed., 731, in applving this rule to a design patent: 


“We hold, therefore, that if in the eve of an ordinary observer, giving 
such attention as a purchaser usually gives, two designs are substantially 
the Same, if the resem|l lance 1s such as to deceive such an. obse rver, 
inducing him to purchase one supposing it to be the other, the first on 


patented is infringed by the other 


The change made in the color of the defendant's boxes from 
green to blue does not exculpate but rather tends to show that it 
recognized the close similarity and sought to avoid its conse 
quences by making an inconsequential change. I can not avoid 
the conclusion that the many points of similarity were not 
merely the result of an accident. The circular printing on the 
top label, the similarity of names and description together with 
the general resemblance in size and color, are too marked to be 
the result of an accident. They would, I think, deceive the ordi- 
nary observer. 

If the defendant actually desires to sell its goods upon their 
merits, it will be benefited rather than injured by the changes 
directed by the Circuit Court. If, on the other hand, it is seeking 
an unfair advantage, it should be enjoined. 

It is argued that the complainants are not entitled to recover 
because they have been guilty of false representations in failing 
to announce themselves as the successors of A. Bourjois & Cie, 


and that therefore they are not entitled to recover under the rule 
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announced in Wedicine Co. v. Hood, 108 U. S., 218, 2 Sup. Ct., 
436, 27 L. Ed., 700. This is the most serious contention advanced 
by the defendant, but I think the facts here can be satisfactorily 
distinguished from these in the Medicine Co. Case. There is 
no false statement on the complainant's labels. Bourjois, who 
originated the business, took the complainant Orosdi into partner- 
ship with him in 1890 and they continued in business under the 
name as it appears on their boxes. On the death of Bourjois 
in 1893, his widow succeeded to his interest and she and Orosdi 
carried on the business for two years when she assigned her in- 
terest to Orosdi, who carried on the business until 1898, when he 
took the complainant Wertheimer into partnership and they have 
since continued under the name of the old firm to whose property 
and good will they have succeeded. Orosdi was a member of the 
original firm and has continued a member ever since. The good 
will attached to the firm name is valuable. If Orosdi can not 
use it no one can and an asset of value would be lost. In these 
circumstances I see no fraud in the action of the complainants. 

The defense that the complainants can not recover because 
they have labeled their goods Poudre de Riz de Java when in fact 
they contain no Java rice can not be sustained. The testimony 
shows that though originally rice was one of the ingredients of the 
powder, its use was long since abandoned, though the name con- 
tinued to designate the toilet article of today. The name has 
come to have a secondary meaning and no one connected with 
the powder business today, either as maker or user, supposes that 
it is made wholly of rice. As illustrations of instances where 
similar changes have occurred, the ingredients of the article hav- 
ing changed, though the old name remains, the complainants’ 
brief contains the following: 

“Epsom Salts, which originally were salts from the Epsom Spring 
in England; Cream of Almonds, which today contains only a small per 
centage of actual almond cream; Almond Meal, which contains only a 
relatively small proportion of this substance, or none at all, being made 
chiefly from orris root and powdered soap, which has been found to be 
not a cheaper but a much better product; Soda Water, which is no longer 
made from soda, nor does soda play any part in its present manufacture ; 
Seidlitz Powder, which no longer comes from the Seidlitz Spring in 
England 


“Likewise may be cited the various ‘Creams’ used as cosmetics, but 
nobody is ever deceived into thinking that these creams are derived from 
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ilk: Creme de Ja 1 tu lou mplamant s catalogu s surel ot 
made from th real t ows whether trot java or sewhet Lead 
pencils, SO alled, whic tft one time contained i re I wi l 
at the present time { a COTE rT graphite Or pl mba which neither 
hemically or physical vars any relationship to lead \lso ‘penknife, 
a knife formerly used to sl irpen qui pens but now any sm ill knit 


! am unable to agree with the majority of the court that this 
case is within the rule laid down in Il orden v. California Fig 
Syrup Co., 187 U. S.. 516, 23 Sup. Ct., 161, 47 L. Ed., 282, for 
the reason that there is here no intention to deceive and no fraud 
is shown. This is not a case of quack medicine nor is it a case 
where poisonous or otherwise deleterious drugs are concerned 
It is not a case where the statements on the labels are misleading 
in the sense that the purchaser is induced to buy an article which 
he would not take if he knew the real facts about it. On the con- 
trary, it is a case where an honorable business has grown up and 
has been maintained for years by the complainants and_ their 
predecessors. Originally rice was used as an ingredient of the 
powder, hence the name “Poudre de Riz” was used and has con 
tinued ever since to designate a face or toilet powder. In the 
course of time it became known that other substances possessed 
advantages over rice and they have been substituted, sometimes 
at an increased cost, for the rice originally used. No one has 
been deceived by this change, which is simply an improvement of 
the same class which in the progress of time is made in many 
similar articles. I do not see how any intelligent person can b 
deceived. An exceedingly ignorant person might be misled, but 
it would not be to his injury but to his advantage. Instead of 
getting the product of a quarter of a century ago he would be 
getting the improved face powder of the present day. 

[ think the order should be affirmed. 


UNITED STATES CIRCUIT COURT 
SAMSON CorpDAGE WorkKs v. PURITAN CorDAGE MILLS 
(193 Fed. Rep., 274.) 


Western District of Kentucky, November I1, rort. 
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TrRADE- MARK—VALIDITY 


Z The method of marking a cord by means of checks, formed by the 
3 interweaving of a varn of a color different from the others used in 
the making of the varn, can not be exclusively appropriated, nor form 


a valid trade-mark 
In Equity. ©n motion for a preliminary injunction. 


Coale & Hayes and McDermott & Ray, for complainant. 
Helm & Helm, for defendant. 


Evans, District Judge-—There was on yesterday an interest 
ing argument of this case, and | will briefly state the reasons for 
3 the conclusion | have reached upon the motion for a temporary in 
junction, though without undertaking to comment upon the very 
meager line of authorities bearing directly upon the question. 
The complainant manufactures and sells cord of an excellent 
quality and wide reputation, commonly called, | believe, “Sam- 
son's Spotted Cord,” in respect to which it claims to have a 
trade-mark which is being infringed by the defendant. Com- 
plainant’s fabric is a cord, in the making of which probably a 
dozen yarns are twisted and intertwined in regular order. A 
careful examination of the cord itself will disclose that all of 


these yarns, except one, are of the same color; that that one 1s 


. of a markedly different color, though of equal quality and fineness 
with the others; and that when, in the process of fabrication, 
these varns are twisted and intertwined, numerous little figures, 
which, though rhombodial in form, | shall call “checks” are pro- 
duced by the appearance and disappearance of each yarn on the 
exterior surface. These checks, as I have called them, for want 

| of a better short name, are somewhat in the technical shape of a 


lozenge. They cover practically all of the surface of the cord. 
Fach of them, however, 1s separate and distinct from the others, 
and they differ only in color. If the yarn happens to be blue, of 
course, the check which it makes is blue, and as the fabrication 
progresses the blue checks will spirally follow at regular intervals 
the course and reappearance of that yarn to the end. And so 
with every other separate yarn used. There is no difference in 
the shape or appearance on the outside surface of the cord be- 
tween these checks, except in their color. 


Otherwise they are 
all precisely alike. These checks, made as I have stated, are the 
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natural and inevitable consequence of the process of twisting, 
plaiting, and intertwining the yarns into cord, and they are not 
and can not be “symbols or devices arbitrary in character and 
selection” (38 Cyc., 729), chosen as marks to indicate, by use 
and association, the origin of the fabric in which they appear. 
The only choice or selection made by the manufacturer is in the 
color of one of the yarns. This choice and use of the particular 
color makes the only difference in the appearance of the cord, 
or in what we have called the checks which decorate its exterior 
surface. 

We may assume for the present that the complainant has 
long used one yarn which is of a different color from the others 
in making a spotted cord; but such things as mere “colors” and 
“spots” can not be exclusively appropriated by any person for a 
trade-mark, or for any other purpose, though that alone seems to 
be what is attempted here. Those two things, speaking generally, 
are, of public right, open to the choice and use of everybody, 
except in rare cases of combination with other surrounding 
things. Neither can the right to twist and plait into the cord one 
varn, which in color differs from the others used, be exclusively 
appropriated by any one person for trade-mark purposes. A right 
so simple and probably so ancient must in its very nature be, and 
obviously it is, one which is and has always been common and 
open to all persons who make cordage of any kind. Nor can this 
result be altered or in any wise affected by the fact that such use 
will inevitably and always make a spot or mark on the fabric 
which will correspond with the color of the yarn used for that 
purpose. That natural and necessary result rather emphasizes 
the existence of the common right. Suppose one manufacturer 
should choose to use a single yarn that was blue to combine with 
others so as to make a blue spot, and suppose that another, for 
a similar purpose, should select a single yarn that was red, and so 
on through all the prismatic colors; it might soon be (if com- 
plainant’s contention be sound) that only a few persons could use 
a single yarn colored differently from the others employed in 
the fabrication of a cord. All other cord makers might have to 


use uniform colors, however much they might desire variety. 
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remove the dark rectangular panel above his trade-mark, which 


ee 
Pr Ae cs 


so closely resembles the panel over the complainant's trade-mark, 
and print his letter press in some other color than blue. As this 
will require the defendant to go to further expense in changing 
the wrappers of his goods, which would have been avoided if 
the complainant had described the defendant as an alien in his 
original bill, and had not expressed himself content with the 
changes first made, it will be a condition of granting the further 
J relief that the complainant shall contribute to the defendant's 
expenses. He may at his option reimburse the defendant for the 
expense of the changes already made, or for the expense to be 
incurred in making the further change. If he elect to pay the 
expense of the further change, he may, if he does not insist upon 
an injunction against both, pay only for the expense of the change 
on the carton container, or only for the change on the single 
package. 

The motion for a preliminary injunction on these terms is 
granted. 


UNITED STATES DISTRICT COURT 
WrEYMAN-BruTON COMPANY Vv. OLD INDIAN SNUFF MILLS 
Southern District of New York, March 13, 1912. 


PROPERTY IN MARK—UNLAWFUL COMBINATIONS 
A so-called trust or combination, dissolved by decree of the federal 
court does not, by reason of such decree, lose the right to protect 
its trade-mark property, nor to convey a good title thereto, by assign 
ment to a company organized to take over a portion of its assets 
and business 


In Equity. On exceptions to a supplemental answer. 


Wise & Lichtenstein, for Weyman-Bruton Company. 
Charles Dushkind, for defendant. 


Coxr, J.—The question presented by the exceptions to the 
supplemental answer is a simple one. Briefly stated, it is whether 
the American Snuff Company, which was one of the defendants 
in the action brought by the United States to dissolve the so- 
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Ti illed the (a roe \\ Helmy Compan P ind the ther We 
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“ecree was not to destroy property but 


to distribute it that its owners could no longer violate the pro 
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‘he name “Copenhagen” js. 


so far dS nowy 
isa trade-mark and the rights ther 


1 ned value, The fact that its former owney 
as engagt nan unlawful combination does not invalidate its 
de-mark or render its us unlawful in the hands of a p a 

Wher engagy a legitimate business 
It is unnecessary t¢, comment upon the authorities as they 
e unanimous uy € proposition that the Owner of a patent 
trade-mark can protect his Property and enforce his rights 
nst a trespass an infringer, even though he may Jy 
sd¢geqd in business which ; 


In restraint of trade. 


Stra ; rrow Co,. 51 Fed Rep.. S19: 
\ v. § 7O Id 383; 
I . . 140 Id., 4142 
on Sadd / ci, 9S Id., 620 
General Elect) Vv. Re-New Lamp 0., 128 Id., 154. 
The counsel. for 4] 


he defendant frankly admits that “the 


cems to uphold the views of our 


adver 
authority in “upport of his contention. The 


mpany has been convicted of having vio 
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lated the law does not distinguish this case from those cited 
above. However, it is a sufficient answer to this contention that 
the same court which convicted the Snuff Company authorized 
the assignment by it to the complainant of the trade-mark in 
question. 


The exceptions are sustained. 


|The question here adjudicated is not a wholly novel one in the 
federal courts. In 1904 the circuit court for the district of New Jersey 
said that defendant's allegations of violation of the Sherman act by the 
complainant, introduced into an issue of trade-mark infringement were 
impertinent and irrelevant, tending to embarrass and confuse the main 
issue. IJndependent Baking Powder Co. v. Boorman, 130 Fed. Rep., 726 
(728). In 1910, the circuit court for the eastern district of Michigan 
said in a like case, that the Sherman act had its own penalties which 
must be invoked against violation of its provisions. No transgression 
thereof could justify another in the misappropriation of the offender's 
property. Northwestern Consolidated Milling Co. v. Wm. Callam & Sons, 
177 Fed. Rep., 786 (788).] 


SUPREME JUDICIAL COURT OF MASSACHUSETTS 
ForstER Mero. Co. vy. Currer-Towrr Co, 


(Q7 


/ 


Northeastern Rep., 749.) 
March 1, 1912. 


1, UNFAIR COMPETITION—IMITATION OF PACKAGE. 

The use during five vears of a distinctive box or package for 
containing toothpicks, entitles the user to protection in the enjoyment 
of the good will that has become attached to its style of package 
DECEPTION—ULTIMATE PURCHASER. 

It is immaterial, in any case of unfair competition, that the dealer 
who is the immediate purchaser of the goods is not deceived. The 
wrong is present when the goods are so dressed that the ultimate 
purchaser is or may be deceived. 

UnFAirn CoMPETITION—INTENT. 

When an invasion of the complainant’s rights is established, for 
the purpose of acquiring so far as possible the plaintiff’s customers and 
trade, the defendant is liable for both actual damages and for the 
profits, if any, it has wrongfully acquired. 


to 


ww 


Case reserved from Supreme Judicial Court, Suffolk County. 


Roberts, Roberts & Cushman (Robt. Cushman and Chas. 
D. Woodberry, of counsel), for plaintiff. 

Macleod, Calver, Copeland & Dike (Wm. A. Macleod and 
Im. A. Copeland, of counsel), for defendant. 
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BrALEY, |.—The plaintiff corporation, as found by the 
master, began the manufacture and sale of toothpicks five years 
and more before the bill was filed, and during this period has 
established a valuable business. It adopted in the marketing of 
the product a box or package of distinctive size and shape bear- 
ing in colors a characteristic design so collocated as to make the 
combination dissimilar from any label, form of package, or dress 
of goods then in use by other manufacturers or dealers. During 
the development of its trade a certain proportion of the pack- 
ages had the imprint of the name of various jobbers to whom 
the exclusive sale of the goods had been given, or of some fanci- 
ful word or phrase suggested by them, and the entire production 
became classified as either the factory brand sold generally to the 
jobbing trade under brand names used only by the plaintiff, or 
the jobber’s brand. Lut while the color of the printing and of 
the background on the factory brand differed from the jobber’s 
brand, the quality of the goods was uniform, and every package 
as it left the factory bore the monogram of the plaintiff, with the 
further distinguishing design of a wreath overlapped by a curved 


band with an escalloped gold edge. 


The plaintiff upon these findings, while claiming no rights 
of property in the brand name used by the jobber, had acquired 
a reputation and good will in connection with, and as a part of 
its business, which generally is recognized as a property right, 
and will be protected against the unfair competition of rival 
manufacturers or dealers in similar products. Geo. C. Fox Co. 
v. Glynn, 191 Mass., 344, 349. 78 N. E., 89,9 L. R. A. (N. S.), 
1096, 114 Am. St. Rep., 916; Reading Stove Ilorks v. S. M. 
Howes Co., 201 Mass., 437, 438, 87 N. E., 751, 21 L. R. A. (N. 
S.).. 979; Drapery v. Skerrett (C. C.), 116 Fed., 206. It is wholly 
immaterial where this right has been invaded, that the retail or 
wholesale dealer who may be the immediate purchaser of goods 
put out in imitation, is not misled as to their identity. The wrong 
of unfair competition is present where goods are so dressed in 
form, or marked by decorative symbols, that the ultimate con- 
sumer, when the goods are distributed for use in the ordinary 


course of trade, either is, or possibly may be deceived. The 
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liability to deception being the test, it also is not necessary to 
show that specific buyers have been actually deceived, or that the 
infringer did intend to deceive the public. He is bound to know 
the probable consquences, where the means of such deception 
have been supplied by him, New England Awl Co. v. Marlbor- 
ough Co., 168 Mass., 154, 46 N. E., 386, 60 Am. St. Rep., 377; 
Reading Stove IVorks v. S. Ml. Howes Co., 201 Mass., 437, 440, 
441, 87 N. E., 751, 21 L. R. A. (N. S.), 979, and cases there 
cited, 

The defendant, for the purpose of acquiring the extensive 
trade of a jobber with whom the plaintiff did business, deliber- 
ately duplicated the plaintiff's box or package in every particu- 
lar, with the exception of the monogram, and thereafter these 
receptacles, filled with toothpicks in which the defendant although 
not a manufacturer very largely dealt, were widely distributed to 
consumers through dealers in the trade to whom it sold them. 
This misappropriation having been an invasion of the plaintiff's 
exclusive right to the form, style and dress of the box or pack- 
age in which its goods had been marketed, it is entitled to in- 
junctive relief even if the defendant has acted innocently. But 
as the defendant must be presumed to have contemplated the 
probable effect of its purpose to acquire so far as possible the 
plaintiff's customers and trade, it is lable for both actual dam- 
ages, and profits, if any, realized from the sale of toothpicks in 
the imitation packages. Regis v. Jaynes, 191 Mass., 245, 77 N. 
K., 774; Reading Stove Works v. S. Ml. Howes Co., 201 Mass., 
437, 441, 442, 443, 87 N. E., 751, 21 L. R. A. (N.S.), 979. By 
the terms of the reservation of the single justice, the case is to 
stand for further hearing upon these questions. 


| Yecree acct irdingly. 


COURT OF APPEALS OF THE DISTRICT OF COLUMBIA 


IN RE SCHWEINFURTER PRACISIONS-KUGEL-LAGER-WERKE 
Ficutrer & SACHS 


(177 O. G., 243.) 


4/4 


February 5, 1912. 
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\ mark \ 1 SISTING rT the representatiol Ot «al ball bearing 
wined with the letters “Fk & S” is descriptive as applied to ball-bear1 
since its most prominent feature is the figure representing 
bearing and it as urately describes the articles to which it is appl 
as would the printed words “Ball-Bearing.” 

2. REGISTRABILITY—W H 0 BE CONS 

In considering ther a trade-mark is registrabie, the mark must 

onsidert J tl 30 OU. G 3 
App. D. C ‘ 


Doz for the appellant. 


S. I an, tor the Commissioner of Patents. 


SHEPARD, C. | his is an appeal from the decision of the 
Comunissioner of Patents denying registration of a trade-mark. 
he mark consists of a figure representing an annular “ball-bear- 
ing” intertwined in which are the letters F & S$ in large orna- 
mental type. It 1s applied to a class of goods particularly de 


scribed ds 


ball bearings, race rings for ball bearings, ball retainers, ball spacers 
separators, appliances for xing ball-bearings upon shatts or journals 
roller bearings, balls d rollers for bearings, sup-and-cone bear 
ngs, journal bearings, thrust bearings, journal bearings, bearing is 
gs, axles, hub boxes d casings, inner boxes and casings for shaft 
bearings, lubricators, shaftings, couplings, pillow blocks, bearing brackets 


shaft hangers and frames, toothed wheels, sprocket-wheels and sprocket 


hains, power transmitting and transforming gears, multiple speed gears 

change gears, differential gears, pulleys, pulley-blocks, cranes, windlasses, 
steam and gas engines d motors, hydrauli tors, turbines, pumps 
blowers, grinding 1 hines, drilling machines, planers and lathes, 


repair parts of the 


Registration was refused, first, because the representation of 
the “ball bearing” is descriptive; and, second, because it so nearly 
resembles a representation of a “ball bearing” previously regis- 
tered by one Kempster, as to be likely to produce confusion in 
trade. 

The trade-mark must be considered in its entirety as applied 
for. (Johnson v. Brandau, 32 App. D. C., 348-353.) Hence we 
need not follow the argument that F & S is a valid technical 
trade-mark of itself. 
he Commissioner that the mark applied for 
is descriptive within the meaning of the Trade-Mark Act. Its 


We agree with t 


most prominent feature is the figure representing a ball-bearing 
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and as accurately describes the articles to which it is applied as 
would the printed words—Ball Bearing. 

It is not necessary to consider the second ground of rejec- 
tion. 

The decision will be affirmed. It is so ordered, and that this 
decision be certified to the Commissioner of Patents. 


COMMISSIONER OF PATENTS 


Kx Parte, Euniorr JEWELRY COMPANY 


(177 ©. G., 242.) 


February 29, 1012. 


CONFLICTING MarKs—“E,JCo” In A MONOGRAM AND “FE. J. Co.” 
The letters “EJCo” arranged in the form of a monogram are 
deceptively similar to the prior registered trade-mark “E. J. Co.” 


Mr. Watson E. Coleman, for the applicant. 


TENNANT, Assistant Commissioner.—This is an appeal from 
the action of the Examiner of Trade-Marks refusing to register 
a mark consisting of the letters “EJCo,” in view of the prior 
registration by the Enterprise Jewelry Company of the trade- 
mark “E. J. Co.,” No. 80,045, November 1, 1910. 

The applicant in its argument pointed out the differences 
between these marks as being that the registered mark con- 
sisted in the initials “KE. J. Co.,” whereas the applicant’s mark 
is arranged in the form of a monogram of a distinctive appear- 
ance, the letter “FE” having its upper and lower strokes of such 
length as to inclose the rest of the mark, and it is argued that 
the marks have such a dissimilar appearance that there is no 
liability of confusion in trade or in the minds of purchasers 
using the ordinary caution expected of them. 

The Examiner states in his answer to the appeal that— 
applicant desires to register the identical letters shown in the registered 
mark and does not point out any difference except in the arrangement of 


these letters. The slight difference in appearance is regarded as im- 
material 


I find no error in the decision of the Examiner. The signi- 





\} 
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ficance of the marks is identical, they are alleged to be applied to 
the same class of goods, and the slight difference in appearance 
clearly would not avoid the likelihood of confusion if these marks 
were used on merchandise of the same descriptive properties. 


The decision of the Examiner of Trade-Marks is affirmed. 


Ex Parte, THADDEUS DAvips Co. 
(771 ©. Ga 7a) 


1 se 
Viarch 7, Tor2. 


DESCRIPTIVE TERM SIGNATURE FOR INKS 
The word “Signature” is not registrable as a trade-mark 
writing-inks, since it is descriptive of a characteristic or quality of the 


goods 
Mr. WW. P. Preble, Jr., tor the applicant. 


Moore, Commissioner.—This is an appeal from the decision 
of the Examiner of Trade-Marks, refusing to register the word 
“Signature” printed in script type as a trade-mark for writing- 
inks. 

Registration was refused upon the ground that the mark 
is descriptive of the ink to which it is applied within the meaning 
of Section 5 of the Trade-Mark Act, since it indicates that the ink 
is intended for use in writing signatures. In support of his 
holding the Examiner cites the case of Duosep Chemical Co., 
(104 MS. Dec., 91.) in which the word “Household” was held 
descriptive as applied to peroxide of hydrogen for family use. 

\pplicant’s label filed with the present application bears 
these words: 

This fluid is made especially for signatures, it being permanent and 
non-copying Can be used with fountain, stvlographic or steel pens 
Flows freely and never clogs 

In view of this statement it is believed that there can be no 
doubt that the mark is descriptive. Any other manufacturer who 
desires to do so should be privileged to prepare an ink especially 
for signatures and to call it signature-ink. 


The decision of the Examiner of Trade-Marks is affirmed. 
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Ex Parrrt, SHINOLA COMPAN\ 
(177 O. G., 524.) 
March J, 1912. 


DUPLICATE REGISTRATIONS. 
The Commissioner has authority to grant a second registration of 
trade-mark to the same party and where good reasons are shown to 
justify such action, the second registration should be granted. 
Wessrs. Osgood, Davis & Dorsey and Mr. Geo. H. Evans, 
for the applicant. 


Bintincs, First Assistant Commissioner.—This is an appeal 
from a decision of the Examiner of Trade-Marks and Designs 
refusing to register to the Shinola Company the word “Shinola” 
as a trade-mark for shoe-polish. 

Registration was refused for the reason that appellant’s mark 
and goods are identical with the mark and goods shown in certi 
heate No. 54,769, issued July 31, 1906, to the American Chemical 
\lanufacturing and Mining Company. 

It appears from the assignment records of this Office that 
the Shinola Company is the same entity as the American Chemi 


cal Manufacturing and Mining Company, the name of the com- 





pany having been changed by order of a competent court. The 
Kxaminer of Trade-Marks ruled that registration to the Shinola 
Company can be granted only upon the condition that the regis 
tration to the American Chemical Manufacturing and Mining 
Company be canceled. 


The appellant set forth that there are many registrations in 
foreign countries now in force which have been effected under 
treaty provisions, that these registrations now stand in the name 
of the American Chemical Manufacturing and Mining Com 
pany, and that to cancel its registration in this country would 
ipso facto invalidate the foreign registrations. It is also sub 
mitted that other registrations are now sought by the appellant in 
foreign countries; that these foreign countries require that regis- 
tration be first obtained by the appellant in this country; that 


some of them are not satisfied with the showing of registration 


in this country by the American Chemical Manufacturing and 
Mining Company and the submission of proofs that the name 





KX PARTE, SHINOLA COMPANY Ty 


of that company had been changed by order of the court to the 
Shinola Company and require as a condition precedent to regis- 
tration a certificate of registration in this country by the appli- 
cant Shinola Company. it 1s urged, therefore, that the new 
registration should be granted to the Shinola Company, provided 
the Trade-Mark Act of 1905 does not prohibit it. 

The Examiner of Trade-Marks holds that the Patent Office 
having issued the registration to the American Chemical Manu- 
facturing and Mining Company has exhausted its jurisdiction to 
issue another registration for the same trade-mark applied to the 
same goods to the same company under a different name. 

The Examiner states: 


With regard to ) and considering the Trade-Mark Act of Fel 
ary 20, 1905, as amended, it appears therefrom that said act requires 
the Commissioner of Patents to issue a certificate of registration to the 
owner of a trade-mark upon the compliance of the latter with certat 
specified requirements These requirements having been compl \ 
nd the Commissioner of Patents having issued a certificate of registt 
ion, then it seems to tl Kxaminer that the authority conferred by this 
ct on the Commissioner of Patents has been exhausted 

Section 1 of the Trade-Mark Act of 1905 provides, under 


conditions not necessary to state here, that “the owner of a trade 
mark may obtain registration.” Section 5 of the same act pro 
vides that a trade-mark which is otherwise registrable shall b 
refused registration when it is identical with or so nearly r 
sembles a registered or known trade-mark as to be likely t 
cause confusion or mistake in the mind of the public, or to de 
ceive purchasers, only when such registered or known trade 
marks are “owned and in use by another.” 

Sections 1, 2, 3, and 4 also provide for the registration of 
trade-marks in this country by owners who reside in or are 
located in any foreign country which by treaty or law affords 
similar privileges to citizens of the United States. Where the 
applicant resides or is located in a foreign country, the registra 
ton or application for registration in that foreign country shall 
be established as a fact as a condition precedent to the registra 
tion of the same trade-mark in this country. 

The provisions of these sections of the Trade-Mark Act 
are in accordance with the treaties entered into, respectively, 


by this country and by certain foreign countries which provide 
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for similar privileges to citizens of the United States. This 
being so, the provisions of law relating to the registration of 
trade-marks in this country should not be so construed as to de- 
prive residents or citizens of the United States from benefits of 
the treaty provisions unless the Trade-Mark Act clearly de- 
mands such a construction. 

As above pointed out, the provisions of the Trade-Mark Act 
deny registration to the alleged owner of a mark which is other- 
wise registrable only when the same mark has been previously 
registered by or known to be used by another. 

The same reasons which prohibit double patenting can not 
be properly urged against the double registration of trade-marks, 
for the two laws are based on entirely different principles. In 
the construction of statutes it is a well-settled principle that a 
general act must be considered in its entirety and the separate 
provisions thereof brought into harmony with one another. 

It has been urged by the Examiner that it would be against 
public policy to grant two separate registrations of the same 
mark to the same party under different names, notwithstanding 
the fact that the name has been changed by legal process. What- 
ever confusion might exist in the minds of the public by this 
second registration is greatly overbalanced by the actual wrong 
and hardship which would result from the refusal to again 
register the trade-mark to the same party under another name, 
which has been changed by judicial process, for the refusal to 
grant the second registration would deny to the applicant his 
right to register in foreign countries, which right would be re- 
tained to him by the grant of the second registration in this 
country. 

It has been suggested by the Examiner that the mark may be 
registered only upon cancellation of the previous registration, and 
Section 13 of the Trade-Mark Act has been referred to as author- 
izing this cancellation. Without deciding this question, for in 
the view which I take of this case it is not necessary to do so, it 
is observed that the cancellation of a trade-mark can be effected 
under Section 13 only in the event that the applicant for can- 
cellation shall deem himself injured by the registration of the 
trade-mark sought to be canceled. 





THE MICHIGAN TEA RUSK CO. V. HOLLAND RUSK CO. 177 


In this particular case the Shinola Company, the appellant, 
instead of deeming itself injured by the registration of the trade- 
mark to the American Chemical Manufacturing and Mining 
Company would deem itself injured by the cancellation of that 
trade-mark. Appellant therefore could not set up the facts neces- 
sary to give the Patent Office jurisdiction to cancel the previous 
registration. 

There is nothing in the trade-mark law to prohibit and much 
to justify the second registration of a trade-mark to a party 
where good and sufficient reasons are shown to justify the same. 
Such a showing has been made in this case. 

The decision of the Examiner of Trade-Marks and Designs 
is reversed, 


THe Micuican Trea Rusk Co, vy. HonuAnp Rusk Co. 
(176 O. G., 1071.) 
March 16, ror2. 


TRADE- MARK—CANCELLATION—SHOWING OF INTEREST BY APPLICANT 
Where his petition shows that the applicant for cancellation is not 


t 


using the registered mark or one so nearly resembling it that their 
simultaneous use would be liable to cause confusion, he has not shown 


a likelihood of damage and the petition for cancellation must be dis- 
missed 


Vr. Theodore K. Bryant and Mr. Mortimer A. Sooy, for The 
Michigan Tea Rusk Co. 


Messrs. Munn & Co., for the Holland Rusk Co. 


BinLincs, First Assistant Commissioner.—This is an appeal 
by The Michigan Tea Rusk Co. from a decision of the Examiner 
of Interferences sustaining a demurrer and dismissing the applica- 
tion for cancellation. 

It appears that the mark sought to be canceled is the word 
“Holland,” for rusk. It clearly appears from the petition for 
cancellation that The Michigan Tea Rusk Co. does not now use 
the word “Holland” as a trade-mark for rusks, but that it uses 
the word “Dutch.” 


The petitioner has not set up in the petition for cancellation 








178 PIE TRADE-MARK REPORTER 


sufficient facts to show an interest in the subject-matter thereof 
to give the petitioner the right to intervene. As stated by the 
Court of Appeals of the District of Columbia in the Underwood 
Typewriter Company v. A. B. Dick Company, (162 O. G., 730:) 


“The right of the petitioner to intervene was dependent upon a 
showing of interest. The statute does not contemplate that any one may 
petition the Commissioner to cancel a trade-mark duly registered, but 
it does provide that any one who ‘shall deem himself injured may do so.’ 
The petition must, therefore, contain a statement of fact on this juris 
dictional question, sufficiently full to show that the petitioner has been 
injured by the registry of the mark he seeks to have canceled; and this 
fact must not be left to conjecture, but must affirmatively appear. ’ 
The averment that it has used the word as a trade-mark is not sufficient 


for the obvious reason that, unless the word has been used in the same 
business as that in which it was used by the appellant, no injury contem 
lated by the statute would have resulted, and no right to intervene would 


1 
I 
have followed. The averment in the sixth paragraph is merely a conclu 


sion of the pleader unsupported by the facts previously set out. Such 
allegation is insufficient. (\Mcllhenny’s Son v. New Iberia, ete., C 
30 App. D. C., 337-339).” 
The proceeding in the foregoing case was for the cancellation of a 
registered trade-mark, but the statutory ground of opposition is the same, 


namely, on behalf of one who believes he would be damaged by thi 
registration of a mark; and the same rule has been applied to an opposi 
tion. (Battle Creek Santtartum Co. v. Fuller, 30 App. D. C., 411-415.) 
In that case 1t was said: 

“It is not sufficient for the opponent to say that he believes he would 
be damaged He must allege some fact showing an interest in the 
subject-matter, from which damages might be inferred. If he has not 
used the mark as a trade-mark upon goods of a like description, he can 
suffer no damage from its registration by another.” 

Tested by the rule declared in those cases, the opposition is fatally 


defective. The opponent does not claim to have manufactured and put 
on the market a similar article to that on which the trade-mark has been 
used. The sole ground of opposition, therefore, is that the trade-mark 


of the proponent has become public property by reason of the expiration 
of the patent upon the machine. If the opponent has the right to oppose 
the registration, any other person could be recognized to make the sami 
Opposition in the public interest which, so far as the pleading is con 
cerned, is all that is involved 

Tested by this rule the petition for cancellation is fatally 
defective, for it nowhere appears therefrom that the petitioner is 
using the trade-mark “Holland” as a trade-mark for rusks, which 
is the mark sought to be canceled. 

The only ground upon which the petition for cancellation 
could be held effective is that the two words “Dutch” and 
“Tolland” are so nearly alike as to be likely to deceive pur- 
chasers. 


| agree with the Examiner of Interferences that the words 


= 
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“Dutch” and “Holland” are not so nearly alike as to cause con- 
fusion in the minds of the purchasing public. 

It follows that the petition for cancellation must be dis- 
missed. The decision of the Examiner of Interferences is 
affirmed 

a a 
Dicks i AMIANUscRiIP® DECISIONS 
Deceptive Marks. 

The words “Crown Watch Co.” as a trade-mark for watches 
and parts thereof were properly refused registration on the 
ground that they are misleading and deceptive, indicating to the 
ordinary purchaser that the Crown Watch Company is the pro 
ducer of the goods, whereas the Keystone Watch Case Co. is in 
fact the manufacturer. The applicant contended that the commis 
sioner has no authority to refuse to register a trade-mark on the 

7 ground that it is deceptive, for this is not one of the prohibitions 
against registration contained in the trade-marks act. ‘The act 
3 does, however, provide that no action or suit shall be maintained 
under the provisions of the trade-mark law where the mark has 
been used with the design of deceiving the public in the purchase 
of the merchandise. The deceptiveness of the mark being a 
good defence to a suit, brought under the act, it was the duty of 
the examiner to reject a mark which was deceptive and upon 
which no suit can be maintained. It may be contended by the ap- 
plicant that there is no such manufacturer of watches and parts 
of watches as the Crown \Watch Company, but the mark would 
still be deceptive since it would evidently indicate to the purchaser 
that there was or had been such a company. If there is no such 
a company, the mark is clearly deceptive and if there were such a 
company, the mark, being a mere corporate name, would not be 
registrable unless shown in a distinctive form. (') 

The advertising of corsets as handmade when the proot 
shows that machinery of some kind was used in their manu- 

1) Ex parte, Keystone Watch Case Co., September 24, 1911 

= 
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facture, although a great part of the work was done by hand, is 
not enough to justify the refusal of registration to the owner of 
mark employed upon such goods. (!) 


Conflicting Marks. 


The mark consisting of the portrait of Pastor Koenig be- 
neath which is the word “Vinces” and having the representation 
of a transparent intersecting anchor and cross with radiating 
lines superimposed upon the portrait should not be refused regis- 
tration by reason of an earlier registered mark, showing the 
representation of an anchor and cable. 

Moreover, it appearing upon the application for registration 
that the mark upon which the objection was based was registered 
January 13, 1885, No. 11855, and on May to, 1892, under the No. 
21103, that substantially the mark now applied for was _ regis- 
tered to the same applicant without the declaration of any inter- 
ference between that and the earlier registered mark and that on 
December 14, 1909, the first named mark was registered in 

27, 
declaration of interference between that mark and the registered 


substantially the same form under the No. 76127, without any 


mark of the applicant, the past recognition by the patent office of 
dissimilarity between the marks in question is entitled to be con- 
sidered in determining the propriety of the ruling of the examiner, 
refusing registration to the mark applied for. The resemblance 
between the two marks is in fact so remote that there is no likeli- 
hood of conflict between them. (2) 

A label showing an arbitrary and distinctive design against 
a background formed of zigzag stripes alternately red and white 
is not so nearly like a trade-mark, consisting of a label one-half 
white and one-half red as to be likely to cause confusion. In the 
case of the former mark, the stripes merely formed a background 
for the design and mere semblance in colors of the labels is not 
sufficient to warrant an inference of confusion. (*) 

An affidavit of disclaimer by the applicant having been filed 

(1) Jackson Corset Co. v. Joseph Cohen, July 31, 1011 


(2) Ex parte, Koenig Medicine Co., January 31, Iori. 
(3) Ex parte, Merrell-Soule Co., March 11, 1ort. 
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DIGEST OF MANUSCRIPT DECISIONS ISI 


as required by the previous decision in this case (Reporter Vol- 


ume I, p. 129), it is held that the words “Little Red Hen” to 
which the applicant's mark is now reduced do not conflict with a 
previous registration, showing the picture of a hen, although it 
be displayed against the background of a red seal. The goods 
bearing the latter mark are not likely to become known as the 
“Little Red Hen” or the “Red Hen” brand of goods and there 
is, therefore, no probability of the public being confused. (+) 

The word ‘“Velooze” should not be denied registration be- 
cause of the prior registration of the words “Velourita,” “Vel- 
ourette,” “Velreine,” “Velutina” and “Velvel.” 

Citing, Hall & Ruckel v. Ingram, 126 O. G., 759; F. A. 
Sarg’s Sohn v. Hall & Ruckel, 165 O. G., 732. (*) 


A trade-mark showing the letters “S. & W.” in white against 
a black diamond shaped background is not so similar to another 
trade-mark consisting of the word “Ladyware” enclosed in a 
diamond shaped outline as to be likely to cause confusion. The 
view of the examiner of trade-marks that the presence of the 
diamond in each case would lead to the goods being known as 
the diamond brand is erroneous. The marks are strictly different 
in spite of the presence of the diamond design in each of them (#) 

As to the question of deceptive similarity between three 
trade-marks, one consisting of the words “Gold Seal,” the second, 
of the words, “Gold Leaf” and the representation of a leaf, and 
the third of the words, “Golden Sheaf” and the representation of 
three sheaves with an ornamental portrait, there may be con- 
siderable doubt. When, however, all parties agree that there is 
no such similarity, the doubt should be resolved in favor of the 
parties to relieve them of the burden of a useless and unnecessary 
interference. (4) 

The name “Automobile Trade Directory” as applied to a 
directory of the automobile trade is not deceptively similar to 
the name “Cycle and Automobile Trade Journal.” The law 


(1) Ex parte, Wayne County Poultry Tonic Co., March 31, 1911. 
(2) Ex parte, Julius Einstein, April 1, 1911. 

(3) Ex parte, Schwartz & Wild, May 10, 1911. 

(4) W. P. Squibb & Co. v. Isaac Solomon, August 7, 1911. 
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governing trade-marks for publications is the same as for other 
inerchandise, but purchasers of newspapers and publications are 
more discriminating than the usual purchaser of other goods and 
hence differences between trade-names need not be so great as 
in the case of ordinary merchandise. (1) 

An application to register a trade-mark consisting of the 
portrait of the historical Indian chief “Black Hawk,” associated 
with the name Black Hawk, as a trade-mark for wheat flour was 
rejected by reason of certain prior registrations, showing various 
pictures of Indians. It was held that the picture, being a like- 
ness of the Indian chief named, is registrable under the Section 
5 of the trade-mark act, which provides that the name and por 
trait of a deceased individual may be registered. (7) 

A mark consisting of the picture of a standing dog and the 
words “Pointer Brand” is so like to two other marks, consist- 
ing respectively of the words “Bull Dog” and the representa- 
tion of a bull dog standing in an attitude of attention as to cause 
confusion, particularly so since the opponents were the first to 
make use of the representation of a dog as a trade-mark for 
suspenders. 

Distinguishing, on this latter ground, Nestle & Anglo-Swiss 
Condensed Milk Co. v. Walter Baker & Co., Ltd., Reporter, Vol. 
I, p. go. 

Citing, Read v. Richardson 45 L. T. (N. S.). 54: Vayne 
County Preserving Co. v. Olney Canning Co., 140 O. G., 1003; 
A. Leschen & Sons Rope Co. v. Broderick & Bascom Rope Co., 
Rep. Vol. I, p. 37. (3) 

The words “Candy Kid” accompanied by the grotesque figure 
of a boy’s head and bust are not so like to a mark consisting of 
the word “Kid” alone as probably to cause confusion. (+) 


1) Chilton Printing Co. v. Class Journal Co., September 26, rorr. 
(2) Ex parte, Western Flour Mill Co., October 23, 1911. 
(3) Hewes & Potter v. Chattanooga Suspender Co., November 11, 


(4) Ex parte, Camp Chocolate Co., December 7, 1911 





